
 (GROW)

From:  @twobirds.com>
Sent: 02 November 2015 21:43
To:  (GROW);  (GROW);  

 (GROW);  (JRC)
Cc:
Subject: OS SIS ICD IPRs - new version in the form of a covenant [B&B- 

M.FID8136383]
Attachments: 151102-draft covenant.docx

Categories: Red Category

Dear  and team,

Here is our mark-up.

The changes are meant to:

• Ensure that the Authorisation qualifies as a NAC and stays reasonably away from a license 
agreement (although the borderline is fine)

• Be complete and consistent in the use of the defined terms
• Define carefully the authorized activities
• Exclude carefully any EU obligation, reps and warranties
• Complete the dispute resolution clause

We are available to discuss this mark-up with you.

With kind regards,

Partner - Member of the Brussels Bar
Bird & Bird

@twobirds.com

Direct   
Mob  
Tel 
Fax  

Bird & Bird LLP 
Avenue Louise 235 box 1 
1050 Brussels
Belgium

twobirds.com
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BIRD & BIRD

For information on the international legal practice comprising Bird & Bird LLP and its affiliated and 
associated businesses (together "Bird & Bird"), our offices, our members and partners, regulatory
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information, privacy, complaints procedure and the use of e-mail see www.twobirds.com/LN

Any e-mail sent from Bird & Bird may contain information which is confidential and/or privileged. Unless 
you are the intended recipient, you may not disclose, copy or use it; please notify the sender immediately 
and delete it and any copies from your systems. You should protect your system from viruses etc.; we 
accept no responsibility for damage that may be caused by them.

To the extent permitted by law, we may monitor electronic communications for the purposes of ensuring 
compliance with our legal and regulatory obligations and internal policies. We may also collect email traffic 
headers for analysing patterns of network traffic and managing client relationships. For further information 
see www.twobirds.com/LNPrivacy

For the terms on which we receive from, hold for or make available to a client or third party client money 
see www.twobirds.com/CM

Bird & Bird LLP, a limited liability partnership, registered in England and Wales with registered number 
OC340318, with its registered office at 15 Fetter Lane, London EC4A 1JP, is authorised and regulated by 
the Solicitors Regulation Authority, whose professional rules and code may be found at 
www.sra.orq.uk/handbook/

Avocat or Advocaat are members of Ordre français des avocats du Barreau de Bruxelles or De 
Nederlandse Orde van Advocaten bij de balie te Brussel and regulated as described at on 
barreaudebruxelles.be or baliebrussel.be
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I ВУ practicing, using copying or·· distrilmttog -the OS SIS ICD IPRs or any portion thereof, YOU 
ACCEPT ALL TERMS AND CONDITIONS OF THIS AUTHORISATION, including in particular the
limitations on use, warranty and liability. The following terms and conditions are enforceable against you _______
and any Affiliates 'that obtained access to, and practice, use or copy the OS SIS ICD IPRs or ans portion _ _ _ Comment [Alį;'Wé haya,therefore'
thereof. If you are acting on behalf of a company or other legal entity, you represent and warrant that you
have the legal authority to bind that company or legal entity to these terms and conditions. IF YOU DO
NOT HAVE SUCH AUTHORITY OR IF YOU AND/OR THAT COMPANY OF LEGAL ENTITY DO
NOT WISH TO BE BOUND TO THESE TERMS DO NOT PRACTICE. USE OR COPY THE OS SIS
ICD IPRs OR ANY PORTION THEREOF.

Authorisation concerning the OS SIS ICD IPRs

The European Union (hereinafter "the EU") is the owner of, holds the right over, and/or 
controls the intellectual and industrial property rights- to, the OS SIS ICD IPRs listed in the
Annex

In the interest of facilitating and encouraging the adoption of technologies using the EU 
GNSS, the European Union (the—EU^ hereby issues the aAuthorisationes· (as defined in 
Section 1 below) concerning the OS SIS ICD IPRs use· and exnteitafton-on-a-non exclusive 
royalty-free'basis-of-the-OS SIS ICD IPRs-listed-in·-Annex-1—hv-towards any individual, 
corporation or other natural or legal personentitv worldwide, subject only to the terms, 
conditions and limitations described betewherein. The Authorisation is non-exclusive and 
rovaltv-

The;p»séÍÉÄuthorisattoii is iSšueđgrffBfeEirt:::view of the similar policies of other GNSS 
providers' and is subjectfb foüSectimr 5' helowi
tlie Authorisation-amd may therefore be revoked by a public announcement if other GNSS* 
provider(s) limitai in anv material wav the FU's access to the ICDs of their systems and to
the intellectual or industrial property rights related theretc>fr>4he4MT-e»#ftes·

1. Definitions

The under mentioned terms printed with an initial capital letter shall have herein the following 
meanings unless the context otherwise requires:

"Affiliates" - shall mean anv natural or legal person that is under the direct or indirect control
of the Authorised Person, or under the same direct or indirect control as the Authorised
Person. Such control may take any of the following forms:

a) the direct or indirect holding of 50% or more of the nominal value of the issued share*-.
capital in the legal entity concerned, or of a majority of the voting rights of the
shareholders or associates of that entity;
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"Authorisation" - shall meao the Ell's covenant that it shall not assert, seek to assert and/or
enforce any of the rights and claims it has in relation to the OS SIS ICD IPRs against the
practicing, suing or copying thereof, subject to the temas, conditions and limitations described
herein.

"Authorised Person" - shall mean the natural or legal person that benefits from the 
Authorisation under the terms, conditions and limitations described hereinauthemeé-to 
e*pleit-ftre-OS-^lS-jQAIPRs-li»t^M-Am»c4-rWìderhhe-pr€eerh-AH#ffif4satA»ft·

"Export Controls" - shall mean any international or national export control law or regulation 
applicable to activities carried out under the OS SIS ICD IPRs that regulates, embargoes or 
sanctions the export of products, information and/or technology in any way.

"Field of Use" - shall mean research and development on, manufacturing, commercialisation, 
distribution, sale, supply and maintenance of* the ProductS7-whieIbare4«efciBg4Kie-ef-Ébe-OS·
Signal.

"GNSS" - shall mean Global Navigation Satellite System.

"OS Signal" - shall mean the open signal broadcasted by the infrastructure developed under 
the European GNSS Programme.

"OS SIS ICD" - shall mean the Open Service Signal in Space Interface Control Document in 
the version as of the date of юиюееженш of this Authorisation and/or. as the case may
be,______ aş______ modified______ after______ that______ date______ (available at
http://ec.europa.eu/growth/sectors/space/galileo/os-sis-icd/index_en.htm).

"OS SIS ICD Copyright" - shall mean the copyright on and to of-the OS SIS ICD document
and/or its content.

"OS SIS ICD IPRs" - shall mean the intellectual or industrial property rights listed in Annex 
1, including Patents and OS SIS ICD Copyright. For the purpose of this Authorisation, OS
SIS ICD IPRs also include any and all intellectual or industrial property rights and other
proprietary rights on and to the Technical Data of the OS SIS ICD,

"Patents" - shall mean any and all patents and/or patent applications mentioned in Annex 1, 
including the inventions described and claimed therein as well as any divisions, continuations, 
continuations-in-part, re-examinations and reissues thereof, and any patents issued from said 
patent applications.

http://ec.europa.eu/growth/sectors/space/galileo/os-sis-icd/index_en.htm


^РшЙ1Ш"..=-..йМ11ша11-Шйшш;-екйШ1Цс.-Деу]ее^1е,яг1..£1цй§Ш-Д1]Дл:еш.ш:й-.аМ.-Уа1ш
Added.Services that are developed,du:e^lx.QLÍDdj;recfl.y-.r:,.te..the AutiioiisedPerson and that
SÉjgbrare makijļgjļSĒļg£j^eļļ^iļļ2jgji§lļ!.

"Technical Data of the OS SIS ICD" - shall mean the data related to: Galileo Signal 
characteristics, the Galileo Spreading Codes characteristics, Galileo Message Structure, 
Message Data Contents and El and E5 Memory Codes, as such terms are used in the OS SIS 
ICD.

"The-Territory" - shall mean, fee^emteries-eeverød-hy-with respect to each OS SIS ICD IPRs 
individuallvint&lIeetHal -CT&Beftv-^těItHSBeeifkd-ia-Annex-1, and subject to retevaat-Export 
Controls-regtdatteas, the territories covered by said individual OS SIS ICD IPR.

"Value Added Services" - shall mean any service developed based on, or by using, the OS 
SIS ICD IPRs and delivering different or additional capabilities with respect to the OS Signal.

2. Ownership of rights

Ownership in the OS SIS ICD IPRs asHdeemfee44»VVmes-Ashall remain with the respective 
owners and therefore, no title of any intellectual property right on the OS SIS ICD IPRs under 
the prer»ent-Authorisation shall be acquired by the Authorised Person, whether by implication,
estoppel or otherwise.

The Present Authorisation shall be withdrawn and
agħfes-shall not apply against any individual, corporation or other natural or legal personenttry 
that challenges the validity of any of the OS SIS ICD IPRs or participates in such a challenge, 
or encourages or supports any third parties in such a challenge.

3. Scope of the Authorisation

The scope of the» Authorisation is limited to the Territory and Field of Use.

.eutside-tfa«

e*pteitafieft.

The Authorised Person shall practice, use and/or copyexpleitatieft ef-the OS SIS ICD IPRs in 
the Field of Use under the Authorisation ehaff-be-eentfaeted-in a manner so as not to harm the 
security interests of the EU or its Member States as set forth in article 13 and article 17 of the 
Regulation (EU) No 1285/2013 of the European Parliament and of the Council of 11 
December 2013 on the implementation and exploitation of European satellite navigation 
systems and repealing Council Regulation (EC) No 876/2002 and Regulation (EC) No 
683/2008 of the European Parliament and of the Council.

The commercial exploitation of the Products in the Field of Use under the Authorisation shall
he under the sole responsibility of the Authorised Person.



Pursuant to the» Authorisation, the EU's covenant not to assert covers the following activities 
of the Authorised Person^-a«feHh«4Mw4»«r^iah-ts·:

: of tiie Technical Data of the OS SIS 1CD. including* Ł, - 
their rightfe-integratione and incorporation« into any Products, the-f-eehnicalData· of 
the-QS-SIS-j€&-by the Authorised Person or by iretofetg»rtifeirftg--third parties 
contractors used by the Authorised Person for manufacturing said Products^_________

b. ; and-the rigbi-te-storagp of theJhe Technical Data of the OS SIS ICD, provided the
source is acknowledged; Ţ

c. Ih----- the fh»ht-te-reproductiotţ8_ of Jhe OS SIS ICD. in whole or in partL its \ \
.distribution k~and its publicationjsh—it for дея—a—non-commercial not-for-profit \ 
purposes and .scale without amending the document or adding any element; \ Ţ 4

*.................................................................... """ 1?. '■ ·
d. the-rialti to providinąe Jinks to the EU website where the document is published,* 

provided the source is acknowledged, in accordance with the copyright notice in the
OS SIS ICD. Sv

¡fe.
'\w·'

This list is exhaustive. No other activity shall benefit from the Authorisation. The '№\
екегекергасйсе of any á-mcter-of the OS SIS ICD IPRs outside of
jjie scope of tiv» \utħihisa1ion -Л41 he det mcd ui breach of the intellectual nronertv rights
ffLt.heiiU..,.

Subject to the foregoing, the Authorised Person shall have the discretion to select distributors 
and otherwise determine the commercial strategy, including all channels of distribution, 
regarding the distribution and sale of the Products in the Territory.

The Authorised Person shall be solely responsible for (but failure to strictly abide by a. and b. 
below shall not be in contradiction with the» Authorisation):

a. exercising its rights-activtties hereunder strictly in compliance with all laws and*·,
regulations of each of the countries in which such exercise activity takes place; \

b. compliance with all 1
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4. Additional intellectual property rights and maintenance of patent rights

The EU reserves the right, in the course of the Authorisation term, to acquire ownership or 
ļ control of additional intellectual or industrial property rights related to the OS Signal. In that



case, the EU may update Annex 1 accordingly. The EU however takes no obligation to 
communicate the acquisition of additional intellectual property rights related to the OS Signal.

The Authorisation shall automatically cover < 
any such additional intellectual or industrial property rights included in the updated Annex 1

ì, without the need to amend the Authorisation.

The EU shall have takes-no obligation, duty or commitment whatsoever to :

a. maintain the OS SIS ICD IPRs related· PatCTte-in force, whether in full or partly, nor* >, - 
shall it be obliged to communicate any decision thereto to the Authorised Persoti;

b. to furnish any assistance, technical information or know-how to the Authorised
Person,.

\,
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5. Duration and termination

With respect to each of the OS SIS ICD IPRs, This-the Authorisation shall be valid for the 
whole duration of fee-said OS SIS ICD IPRs ¥feese-ei^løitatioH-is-imtlrøFised~h«€H.md«
insofar as the terms-aod, conditions and limitations of the» Authorisation are respected.

Theis Authorisation Mtá-fee-Fiďhte-gťaFriedfeeFetHtdeť-wishall terminate automatically upon 
any act that violates contradicts any of the terms, conditions or limitation of the Authorisation.

In the event of ^termination of the Authorisation hewseevef-for whatever reason, eeemred 
the Authorised Person shall:

a. immediately discontinue the development or use of the Products or any other activity 
covered under the scope of the» Authorisation as defined in eemt-Section 4 above; and

b. as a temporary exception to point a. above, have the right, during within 6 (six) months 
after the termination of the» Authorisation, to sell all remaining Products in stock or in 
process of being manufactured at that date, or within that term of 6 (six) months, te-have 
ierminated, finished and/or fulfilled all agreements which have been entered into prior to the
deefœâfioflHÿf-fee-termmation.

The» Authorisation and its validity shall not be influenced by the fact that one or more of the 
OS SIS ICD IPRs whose practice, use or copyexpteitatieft is authorised hereunder should 
finally be declared not granted or invalid.

6. Warranties and liability



The Authorisation is issued under the OS SIS IC.D IPRs as they are. The EU makes no 
representation and no express or implied warranty, and assumes no liabilities as to any matter 
whatsoever concerning tire OS SIS ICD IPRs, including as to:

a. .as-te-the condition, the patentability and/or validity and of the» ,
OS SIS ICD IPRs:
existence of the Patent(s). The EU assumes no liabilities -eenceming:

b. a.the freedom to practice, use or copy the OS SIS ICD IPRs^. to perfonn die activities
that benefit from the Authorisation, or to develop, commercialise or exploit the
Products:

c. any third party's prior rights to use the OS SIS ICD IPRs and/or to enjoin the activities 
that benefit, from the Authorisation^

d. br the dependency of the OS SIS ICD IPRs on third parties' intellectual or 
industrial property rights^

e. the merchantability or fitness for a particular pumose of the OS SIS ICI) IPRs and/or * 
the Products.

To the full extent allowed hv law, all warranties, whether expressed or implied, for any use of
OS SIS ICD IPRs or related to the Products, including on product liability, are excluded, and
the EU shall not be held liable for any claim or damane related thereto, beina asserted by tire
Authorised Person, an Affiliate or any third party with respect to the activities of the
Authorised Person under the Authorisation.,.

The Authorised Person shall fully indemnify the El? keep the EU harmless in respect to and 
against any such claim or damage, including in respect to any infringement of any patent Or 
other right of third parties due to the Authorised Person's activities either under the 
Authorisation or infringing the terms.-and conditions or limitations of the-is Authorisation!.___

ккакмкид-ец»
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- u Comment [A2]: b&b to check in
particular this part in view of change from

7. Infringements by third parties

The EU shall have the discretionary right and faculty to decide whether or not to bring an 
action for any infringements of the OS SIS ICD IPRs in the case where a third party does not 
benefit the Authorisation, even where the EU has been duly informed about such alleged

Comment [A3]: As the EU shall issue a 
general non assert covenant, this clause, 
which is typical of a license agreement, is 
In our view not appropriate here*



infringement by the Authorised Person. The EU shall have no obligation whatsoever to bring 
such an action nor to notify any decision thereto to the Authorised Person.

Į 8. Action for infringement-brought by third parties and indemnification

The Authorised Person, shall defend itself and at its own expenses, and bear all the
consequences, including the payment of damages and attorney fees, against any claim, suit or
proceeding made or brought against the Authorised Person and arising from its activities

third parties' rights a^e-brenghtHìgainsHihe-AndiOfMéd-Person-as a result of the Authorised 
Person's practice, use or copy the-exfdettatiw-of the OS SIS ICD IPRs or commercialisation 
of Produc tSr4he-^mts4newreddot4fe4teli«ee-^md-į?a¥meflf-(#4afflages4d»IHx» -be-m& -l->y-the 
Autherised-Per-soB. The Authorised Person shall notify the EU without undue delay about any 
such claim, suit or proceediiigaeriendw^ghtH!B^4f»tBfe«sAsriìoiAeé4^:seBBìSHrH^»e#BeBee> 
oiAh«~-eļ^:eļS€-eT4he--Hghts-gf^^ The EU may, at its sole discretion, agree to
provide the Authorised Person with any assistance which the EU considers to be appropriate* 
but the EU siialt not in any wav be obliged to do so. If the EU decides to defend either the
Authorised Person or the OS SIS ICD IPRs, the Authorised Person shall collaborate with the
EU and provide the EU with all the assistance necessary to such defence.

tfī—Indemnification

ÍH-fbe-^vent-aňy-e1aIai7-smt-eť-p»eeeé4Hg4&-brengbt-agaÍnst"-tI1e-Antbefieeá-Pefset>-baseáreera
eteHHr4l«t-mły-poftie1fbe£-4№-QS-SiiS-4€&"IPfe^^.ef-patent-ef

reåatirø^&^ie-OS-^SJCS-S^RsH^-ewflSrdiave-theHn^rt-at-its-eptieH-to-asetHHe-fbe-defeHee-ef

teHlw-^làd-i^Îie&HagaMSt-dwbAntheri^tt-'î^'Seft-bttt-stHH-HÏet-^&Hpei^ensÎble^fef-aBy

4#»9. Permits
The necessary steps for obtaining all permits and licences required for the implemefltatioft-ef
#ésAwtto»atiettactivities BseBmd-eq^eitetkffl4#die-4^AíSA€&r-atftfeemed4žefeunder the 
Authorisation, under the laws and regulations in force at the place where said êis-етштеМ



ļ activities of the Authorised Person are provided or to be provided, shall be the exclusive 
responsibility of the Authorised Person.

I ddrtfO. Applicable law and afMferafeteadispute resolution

Theis Authorisation shall be governed by European Union law, complemented where 
necessary by the law of Belgium.

Except for the right of the EU and/or the Authorised Person to apply to a court of competent
jurisdiction for a temporary restraining order or a preliminary injunction to prevent irreparable
harm, Aany dispute, controversy or claim arising under, out of or relating to theis 
Authorisation and any subsequent amendments thereof, including, without limitation, its 
feřffiatíoHrvalidity, binding effect, interpretation, performance, breach or termination shall be 
submitted to mediation in accordance with the WIPO Mediation Rules. The place of 
mediation shall be Brussels. The language to be used in the mediation shall be English.

If, and to the extent that, anv such dispute, controversy or claim has not been settled oursuant
to the mediation w hin sixty 160) davs of the commencement of the mediation, it shall, upon
filing of a Reauest for Arbitration bv either the EU or the Authorised Person, be referred to
and finally determined by arbitration its accordance with the WIPO Expedited Arbitration
Rules. Alternatively, if, before the expiration of said period of sixty (60) days, either the EU
or the Authorised Person fails to participate or to continue to participate in the mediation, the
dispute, controversy or claim shall, upon the filing of a Request for Arbitration by the
participating EU or Authorised Person, be referred io and finally determined by arbitration in
accordance with the WIPO Expedited Arbitration Rules. The arbitral tribunal shall consist of
three arbitrators. The place of arbitration shall be Brussels. The language used in the
arbitration proceedings shall be English.

In any action to enforce the Authorisation, the prevailing entity shall be entitled to recover its
reasonable attorney’s fees, court costs and related expenses from the other entity.

■üll. Miscellaneous

The provisions of the Authorisation are severable irt the sense that the invalidity or 
unenforceability of any provision of theis Authorisation that is not fundamental to its 
performance shall not affecri the validity and/or enforceability of the remaining provisions 
hereofa&alT^t^EHHW-wav-be-gffeeted-tberebv.T- Such invalidity or unenforceability of such 
non-fundamental provision it shall not relieve the Authorised Person of its obligations under 
the remaining provisions of the» Authorisation.

This Authorisation fully and exclusively states the scope of the authorisation of-exploitation 
concerning the ef-OS SIS ICD IPRs listed in Annex···! that the EU wishes to issuegrant.



This—Authorisation..supersedesr..and—te-Aerø«—^о^шн—-ah—prief-aw—«efttefflpefafleetis

штгвдяе»т^аю{к«а15т-©««Йавгч?от«шнеайеш-нг^ейШа1Ьг»т4е«акег^^
^..A.a^tefi1^petseft_efal-er-wr4ttefl^-regafdłag^mełHmfe1€et-«attef7

The EU reserves the exclusive right to amend the» Authorisation upon due notice.

The fact that the Authorisation is self-executing and that the EU requires no signature of the« 
Authorisation shall not be considered a waiver and shall have no effect on the binding 
character of the terms, conditions and limitations of the Authorisation upon the practice, use
or copy of the OS SIS ICD IPRs by the Authorised Person.

-tilïI2, Annexes

Annex 1 is appended to and is an integral part of the« Authorisation,




