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From: twobirds.com>

Sent: 02 November 2015 21:43

To: (GROW);

Cc:

Subject: OS SIS ICD IPRs - new version in the form of a covenant [B&B-
M.FID8136383]

Attachments: 151102-draft covenant.docx

Categories: Red Category

Dear- and team,

Here is our mark-up.
The changes are meant to:

e Ensure that the Authorisation qualifies as a NAC and stays reasonably away from a license
agreement (although the borderline is fine)

Be complete and consistent in the use of the defined terms

Define carefully the authorized activities

Exclude carefully any EU obligation, reps and warranties

Complete the dispute resolution clause

& & @ @

We are available to discuss this mark-up with you.

With kind regards,

Partner - Member of the Brussels Bar
Bird & Bird
@twobirds.com

Direct
Mob
Tel
Fax
Bird & Bird LLP

Avenue Louise 235 box 1
1050 Brussels

Belgium

twobirds.com

BIRD & BIRD

For information on the international legal practice comprising Bird & Bird LLP and its affiliated and
associated businesses (together "Bird & Bird"), our offices, our members and partners, regulatory

1



information, privacy, complaints procedure and the use of e-mail see www.twobirds.com/LN

Any e-mail sent from Bird & Bird may contain information which is confidential and/or privileged. Unless
you are the intended recipient, you may not disclose, copy or use it; please notify the sender immediately
and delete it and any copies from your systems. You should protect your system from viruses etc.; we
accept no responsibility for damage that may be caused by them.

To the extent permitted by law, we may monitor electronic communications for the purposes of ensuring
compliance with our legal and regulatory obligations and internal policies. We may also collect email traffic
headers for analysing patterns of network traffic and managing client relationships. For further information
see www.twobirds.com/LNPrivacy

For the terms on which we receive from, hold for or make available to a client or third party client money
see www.twobirds.com/CM

Bird & Bird LLP, a limited liability partnership, registered in England and Wales with registered number
0OC340318, with its registered office at 15 Fetter Lane, London EC4A 1JP, is authorised and regulated by
the Solicitors Regulation Authority, whose professional rules and code may be found at
www.sra.orq.uk/handbook/

Avocat or Advocaat are members of Ordre frangais des avocats du Barreau de Bruxelles or De
Nederlandse Orde van Advocaten bij de balie te Brussel and regulated as described at on
barreaudebruxeiles.be or baliebrussel.be


http://www.twobirds.com/LN
http://www.twobirds.com/LNPrivacy
http://www.twobirds.com/CM
http://www.sra.orq.uk/handbook/

By mattxunga usmgw§ copying ﬁr»di%im&ﬂz{» the OS SIS ICD IPRs or any portion thereof, YOU

ACCEPT ALL TERMS AND CONDITIONS OF THIS AUTHORISATI()N including in particular the

limitations on use, warranty and lxabxhty‘ The following terms and conditions are enforceable against you

and any . Affiliates that obtained access to, and gracime, use or copy the OS SIS 1ED IPRs or any portion - comment [AL]: We have therefore.
hereol, It you are acting on behalf of a company or other Iegai entity, you represent and warrant that vou included a definition of that term.
have th the legal authority to bind that company or legal entity to these terms and conditions, IF YOU DO

NOT HAVE SUCH AUTHORITY OR IF YOU ANDIOR THAT COMPANY OF AL ENTITY DO

NOT WISH TO BE BOUND TO THESE TERMS Do NO’I' PRA(’FI{“F, USE {). O »TI-IE OS SIS

b IPRs OR ANY PORII(}N ’iﬁLRROF o & . ..

Authorisation ef-Use-and-Exploitntion-of- concerning the OS SIS ICD IPRs

The European Union (hereinafter "the EU") is the owner of, holds the right over, and/or
controls the mtellectual and mdustrlal property rightss to, the OS SIS ICD IPRs listed in the

In the interest of facilitating and encouraging the adoption of technologies using the EU
GNSS the huwpeaﬁ—l:lmeﬂ—éﬂ%—iEU——} hereby issues the aAuthorlsatlone's (as dctmcd in

5 3 towards _any 1nd1v1dual
corporation or other patural or_legal DCTSOIl&H&t-y worldw1de subject enly—to the ferms,

conditions and limitations descrlbed belewherein. The Authorlsanon is n0n~exclusne and

prowders and is suh"u‘t”w '
the Authotisation-apd may zhereic)re be revoked by a Qubhc announcernent if other GNSS
provider(s) limit(s) in any material way the EU's access to the 1CDs of then‘ systems. and 1o
the intellectual or industrial property rights related thereto-t ' i

1. Definitions

The under mentioned terms printed with an initial capital letter shall have herein the following
meanings unless the context otherwise requires:

" Affiliates” — shall mean any natural or legal person that is under the direct or indirect control
of the Authorised Person, or under the same direct or indirect control as the Authorised
Person. Such control may take any of the folowing forms:

a) the direct or indirect holding of 50% or more of the nominal value of the issued share«- - - | Formatted: Indent: Left: 21.3 pt,
. . . ; {H ing: 14.15 pt
capital in the legal entity concerned, or of a majority of the voting rights of the anong P
shareholders or associates of that entity;

b) the direct or indirect holding, in fact or in law, of decision-making powers in the legal
entity concerned,




" Authorisation” — shall mean the EU's covenant that it shall not assert, seek 1o assert andior
enforce any of the riehts and cladms it has in relation to the OS SIS ICD IPRs against the
practicing, suing or copving thereof, subiect to the terms, conditions and limitations described
herein,

"Authorised Person” - shall mean the natural or legal person that benefits from the
Authorisation under the terms, conditions and limitations described hereinauthorised—to

exploit-the- B8-SISICD-IPRs-listed-in-Anpex-trunder-the-prese

"Export Controls” — shall mean any international or national export control law or regulation
applicable to activities carried out under the OS SIS ICD IPRs that regulates, embargoes or
sanctions the export of products, information and/or technology in any way.

"Field of Use" — shall mean research and development on, manufacturing, commercialisation,
distribution, sale, supply and maintenance of, the Products;-which-are-ranlcng-use-of-the-08

&

"GNSS" - shall mean Global Navigation Satellite System.

AR 5 7Y 53 ! 5 BB ENARE Cy e 5 o i S gnen . iy . 9 b
Produstt———shall-mean-softnarerelocironie-dovices-le-grohipreti-and-recemer-and-Salve

{ 3. o charazh 3 sk oz 3 S PETCTE PR PRrpYs 1Y) 3 QA + g PRSP o
hdded-Servics-developed——iirecthorinditesthrm-by-the—buthorised-RPoson—which-as0

"OS Signal" - shall mean the open signal broadcasted by the infrastructure developed under
the European GNSS Programme.

"OS SIS ICD" - shall mean the Open Service Signal in Space Interface Control Document in

the version as of the date of issuanceesecution of this Authorisation and/or, as the case may
be, as modified after that date (available at

http://ec.europa.eu/growth/sectors/space/galileo/os-sis-icd/index_en.htm).

"OS SIS ICD Copyright" - shall mean the copyright on and to efthe OS SIS ICD document
and/or its content.

"OS SIS ICD IPRs" — shall mean the intellectual or industrial property rights listed in Annex
1, including Patents and OS SIS ICD Copyright. For the purpose of this Authorisation, 08
SIS ICD IPRs also include any and all intellectual or industrial property rights and other
proprietary rights on and to the Technical Datg of the OS SIS ICD.

"Patents” — shall mean any and all patents and/or patent applications mentioned in Annex 1,
including the inventions described and claimed therein as well as any divisions, continuations,
continuations-in-part, re-examinations and reissues thereof, and any patents issued from said
patent apolications.



http://ec.europa.eu/growth/sectors/space/galileo/os-sis-icd/index_en.htm

"Products” — shall mean software, electronic deviges (e 9., chipsets and receivers) and Value
Added Services that are develoned — divectlv ot indivectly — by the Authorised Person and that
which-are making use of the OS Sienal,

"Technical Data of the OS SIS ICD" — shall mean the data related to: Galileo Signal
characteristics, the Galileo Spreading Codes characteristics, Galileo Message Structure,
Message Data Contents and E1 and E5 Memory Codes, as such terms are used in the OS SIS
ICD.

"The-Territory" — shall mean, the-tersitories-covered-by-with respect to each OS SIS ICD TPRs
individuallyinteHectuat-property-right-speeified-in—-Aomex—t, and subject to relevant-Export
Controlg-regulations, the territories covered by said individual OS SIS ICD IPR.

SIS ICD IPRs and dehvermg drfferent or additional capabilities with respect to the OS Signal.

2. Ownership of rights

Ownership in the OS SIS ICD IPRs as-deseribe ex-+-shall remain with the respective
owners and therefore, no title of any mtellectual property right on the OS SIS ICD IPRs under
the present-Authorisation shall be acquired by the Authorised Person, whether by implication
estoppel or otherwise.

The Preseat-Authorisation shall be withdrawn and
rights-shall not apply against any individual, corporatlon or other natur al or ieml persmﬁen{ﬁy
that challenges the validity of any of the OS SIS ICD IPRs or participates in such a challenge,
or encourages or supports any third parties in such a challenge.

3. Scope of the Authorisation

The scope of theis Authorisation is limited to the Territory and Field of Use.

The Authorised Person shall practice. use and/or copvespleitation of-the OS SIS ICD IPRs in

the Field of Use under the Authorisation shall-be-cendueted-in a manner so as not to harm the
security interests of the EU or its Member States as set forth in article 13 and article 17 of the
Regulation (EU) No 1285/2013 of the European Parliament and of the Council of 11
December 2013 on the implementation and exploitation of European satellite navigation
systems and repealing Council Regulation (EC) No 876/2002 and Regulation (EC) No
683/2008 of the European Parliament and of the Council.

The commercial exploitation of the Products in the Feld of Use under the Authorisation shall
be under the sole responsibility of the Authorised Person,




Pursuant to theis Authorisation, the EU's covenant not to assert covers the following activities
of the Authorised Person-grants-the-followingrishis:

a.  g——the #ig

e,

their Hﬂh{-«&@mtegratm;le and incorporatione into any Products the-Techmical-Data-of
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OS SIS ICD.

This list i exhaustive. No other activity shall bepefit from the Authorisation. The
exeresepractice of any intelechual-propestv-sovered-under-of the 08 SIS ICD IPRS outside of
the scope of theds Authorisation shall be deemed in breach of the intellectual pronerty rights
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Subject to the foregoing, the Authorised Person shall have the discretion to select distributors
and otherwise determine the commercial strategy, including all channels of distribution,
regarding the distribution and sale of the Products in the Territory.
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The Authorised Person shall be solely responsible for (but failure to strictly abide by a. and b.
below shall not be in contradiction with theis Authorisation):

a. exercising its ights—activities hereunder strictly in compliance with all laws and« | Formatted: Left, Indent: Left: 36 pt,

. .. . . .. ii No bullets or numbering, Tab stops:
regulations of each of the countries in which such exereise-activity takes place; 4 Notat 21.3pt
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b. compliance with all Export Controls-regtlations.
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4. Additional intellectual property rights and maintenance of patent rights

The EU reserves the right, in the course of the Authorisation term, to acquire ownership or
control of additional intellectual or industrial property rights refated to the OS Signal. In that



case, the EU may update Annex | accordingly. The EU however takes no obligation to
communicate the acquisition of additional intellectual property rights related to the OS Signal.

The Authorisation shall agtomatically cover ed-Pe e
any such additional 1ntellectua1 or industrial property nghts mcluded in the updated Annex 1
: anent Hon, without the need to amend the Authorisation.

._maintain the OS SIS ICD [PRs related-Patents-in force, whether in full or partly, nor+, - { Formatted: Font: (Defauit) Times J
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b, to furnish any _assistance. technical information or know-how to the Authorised |+ Level: 1 + Numbering Style: a, b, ¢,
Yore .+ Start at: 1 + Alignment: Left +
Person, }L 9
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5. Duration and termination

With respect to each of the OS SIS ICD 1PRs, Fhis-the . Authorlsatlon shall be valid for the
whole duration of the-gaid OS SIS ICD IPRs whese-expleitation-ig—: sed-hereunder
insofar as the terms-and, conditions and liumitations of theis Authorisation are respected.

Theis Authorisation s+ : rated-he Aghall terminate automatically upon
any act that yiolates e&m&&é%%wm} sf the terms, conditions or limitation of the Authorisation.

In the event of a termination of the Authorisation hewseever-for whatever reason, ceewred
the Authorised Person shall:

a. immediately discontinue the development or use of the Products or any other activity
covered under the scope of thgis Authorisation as defined in peint-Section 4 above; and

b. as a temporary exception to_point a. above, have the right, during withis-6 (8ix) months
after the termination of thgis Authorisation, to sell all remaining Products in stock or in
process of being manufactured at that date, or within that term of 6 (six) months, te-have
iexmmazed flmshc‘d and/or fulfilled all agreements which have been entered into prior to the
declaration-ef-the-termination.

Theis Authorisation and its validity shall not be influenced by the fact that one or more of the
OS SIS ICD IPRs whose pragtice, use or_copyexpledtation is authorised hereunder should
finally be declared not granted or invalid.

6. Warranties and liability



The Authorisation is issued under the OS SIS ICD IPRs as thev are. The EU makes no
representation and no express or implied warranty, and assumes no liabilities as to any matter
whatsoever concerning the OS SIS ICD IPRs, including as to;

o
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To the full extent allowed by law, all warranties, whether expressed or implied. for any use of | Formatted: Font: (Default) Times
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the EU shall not be held liable for any ¢laim or damage related thereto. being asserted by the \ ;:;,":fot:;‘:’ ';;";t (Default) TimesJ

Authorised Person, an Affiliate or any third party with respect to the activities of the

Authorised Person under the Authorisation, - o __-+| Formatted: Font: (Default) Times
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[The Authorised Person shall fully indemnify the EU keep the EU harmless'in respect to and
against any such claim or damage, including in respect to any infringement of any pate:nt or
other right of third parties due to the Authorised Person's activities cither under the

Authorisation or infringing the terms. and conditions ot limitations of theis Authorisation, .- Comment [A2]: BB o checkin

) ) ) T ’ TTTT particular this part in view of change from

- Dilateral agreemont toa umiatera
covenant .

The EU shall have the discretionary right and faculty to decide whether or not to bring an
action for any infringements of the OS SIS ICD IPRs _in the case where a third party does not

benefit the Authorisation, even where the EU has been duly informed about such alleged




infringement by the Authorised Person. The EU shall have no obligation whatsoever to bring
such an action nor to notify any decision thereto to the Authorised Person.

8. Action fer-infringement-brought by third parties gand indemnification

The Authorised Person shall defend itself and at its own expenses, and bear all the
consequences, including the pavinent of damages and attorney fees, against any claim, suit or
nroceeding made or broueht acainst the Authorised Person and arising from its activities
under the Authorisation, including H-any claim, suit or proceedingaetions for infringement of
third parties’ rights are-brought-against-the-Aunthorised-Person-as a result of the Authorised

Person's practice, use or copy %hewkmammf the OS SIS ICD IPRs_or commercialisation

$ The EU may, at its sole dlscretlon, agree to
prov1de the Authorlsed Person w1th any assistance which the EU considers to be appropriate,
but the EU shall not in any way be obliged to do so. If the BU decides to defend either the
Authorised Person or the OS SIS ICD [PRs, the Authorised Person shall collaborate with the
EiI and provide the EU with all the assistance necessary to such defence.

aueh clabm, suit or mmeedmga%%bz—*%c

149, Permits
The necessary steps for obtammg all perm1ts and hcences requlred for the n%p%emem%ﬂws#

sateRactivities us ceunder the
1\Ulh()ri‘>d€10l1 under the laws and regulatlons in force at the place where sald the-commercial




activities of the Authorised Person are provided or to be provided, shall be the exclusive
responsibility of the Authorised Person.

Theis Authorisation shall be governed by European Union law, complemented where
necessary by the law of Belgium.

Except for the right of the EU and/or the Authorised Person to apply to a court of competent
jurisdiction for a temporary restraining order or a preliminary injunction to prevent irreparable
harm, Aany dispute, controversy or claim arising under, out of or relating to theis
Authorisation and any subsequent amendments thereof, including, without limitation, its
formations-validity, binding effect, interpretation, performance, breach or termination shall be
submitted to mediation in accordance with the WIPO Mediation Rules. The place of
mediation shall be Brussels. The language to be used in the mediation shall be English.

I, and to the extent that, any such dispute, controversy or claim has not been settled pursuant
to the mediation within sixty (60) days of the commencement of the mediation, it shall, upon
filing of a Reguest for Arbitration by either the FU or the Authorised Person, be referred 1o
and finally determined by arbitration in accordance with the WIPO Expedited Asbitration
Rules, Alternatively, if, before the expivation of said period of sixty (60) days, either the EU
or the Authorised Person fails to participate or to continue to participate in the mediation, the
dispute, controversy or claim shall, upon the filing of a Request for Arbitration by the
participating EU or Authorised Person, be referred 1o and finally determined by arbitration in
accordance with the WIPO Expedited Arbitration Rules, The arbitral tribunal shall consist of
three arbitrators. The place of arbitration shall be Brussels, The lancuagse used in the
arbitration proceedings shall be Enelish,

In any action 1o enforce the Authorisation, the prevailing entity shall be entitled o recover its
reasonable attorney's fees, court costs and related expenses from the other entity,

4211, Miscellaneous

The provisions of the Authorisation are severable in the sense that the invalidity or
unenforceability of apy provision of theis Authorisation hat is not fundamental to its
performance_shall not affect: the validity and/gr enforceability of the remaining provisions
hereof-shall-not-in-any-way-be-atfected-thereby. Such invalidity or unenforceability of such
pon-fundamental provision it shall not relieve the Authorised Person of its obligations under
the remaining provisions of thgis Authorisation.

This Authorisation fully and exclusively states the scope of the authorisation ef-expie
concerning the ¢£08 SIS ICD IPRs Hsted-in-Anpex—i-that the EU wishes to 1ssueghi~m




%&kﬁi&mm;@m supersedes—and—Hs—terms—eoverar—at— PO —OF—CORteMpOranecys
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The EU reserves the exclusive right to amend theis Authorisation upon due notice.

The fact that the Authorisation is self-executing and that the EU requires no signature of thgis
Authorisation shall not be considered a waiver and shall have no effect on the binding
character of the terms, conditions and Hmitations of the Authorisation upon the practice, use
or copv of the OS SIS ICD IPRs by the Authorised Person.

+5:12. Annexes

Annex [ is appended to and is an integral part of theis Authorisation.





